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DETAILED ACTION 

1 . This office action is responsive to an AMENDMENT entered June 10, 2008 for 
the patent application 10/517381. 

Status of Claims 

2. Claims 6 and 9-1 3 were rejected in the last Office Action dated December 1 1 , 
2007. 

As a response to the December 1 1 , 2007 office action, Applicant has Amended 
claims 6, 9, 10, and 13. 

Claims 6 and 9-13 are now pending in this office action. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 6 and 9-13 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter: mathematical abstract and/or 
algorithm. 

Independent Claims 6, 9, and 13 teach a medicine prototype support system. 
The claims have no associated physical transformation and therefore the claims are 
considered to recite only the § 101 judicial exceptions of mathematical abstraction 
and/or algorithm. There is no claim of any agency or means of performing a real-world 
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state change. While the claims final result may be useful and concrete, it is not 
tangible. The tangible requirement requires that the claim must recite more than a § 
101 exception and set forth a practical application of any § 101 judicial exception to 
produce a real-world result. Claims 6, 9, and 13 fail to set forth a practical application of 
a § 101 judicial exception producing a real-world result and is thus considered non- 
statutory under 35 U.S.C. 1 01 . 

Independent Claim 10 teaches a method of requesting. Claim 10 produces the 
same final result as Claims 6, 9, and 13. Claim 10 is thus non-statutory under 35 
U.S.C. 1 01 for the same reason as Claims 6, 9, and 1 3. 

Since claims 11 and 12 depend from claim 10, without curing the defects, claims 
1 1 and 12 are considered non-statutory under 35 U.S.C. 101 . 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 6 and 9-1 3 is rejected under 35 U.S.C. 1 02(e) as being anticipated by 



Norris etal. (WO 01/65441). 
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As to independent claim 6, Norris discloses a medicine prototype support 
system for an ingredient manufacturer developing medical product (e.g., 
pharmaceutical) at a request of a product manufacturer (see Page 5, First Paragraph) 
comprising: 

a database comprising main ingredient information (e.g., stored in the system 
database) (see Page 5, Last Paragraph); 

communication means (e.g., server) for receiving main ingredient information 
from the data base (e.g., formulation data) (see Page 1 1 , Last Line of Second 
Paragraph); 

information conversion means for selecting a second main ingredient having 
properties similar (e.g., comparison 809) to a confidential (e.g., privately maintained 
formulation data) (see Page 1 1 , Last Line of Second Paragraph) first main ingredient 
(see Figure 8 for "a flow diagram of a general process for a user to sort through a 
formulation database to select a set of matching formulations), communication means 
(e.g., server) for transmitting second main ingredient information (e.g., formulation) and 
composition ingredient information (e.g., components) to a composition manufacturer 
system (e.g., customer for assembly) (see Page 13, Third Paragraph of Section 6. 
Formulation System); and 

composition ingredient determination means for selecting a composition 
ingredient based on the properties of the first and second main ingredients (see Page 8, 
Section 1 . Formulation Know-How), wherein the medicine prototype support system is 
configured to receive a request for prototype manufacture including the confidential first 



Application/Control Number: 10/517,381 Page 5 

Art Unit: 2121 

main ingredient information from the product manufacturer (e.g., affiliate) (see Page 1 1 , 
First Paragraph), to select the second main ingredient using the information conversion 
means (see Figure 8 for "a flow diagram of a general process for a user to sort through 
a formulation database to select a set of matching formulations), to select the 
composition ingredient using the composition ingredient determination means (see 
Page 8, Section 1 . Formulation Know-How), and to transmit a second request for 
prototype manufacture including the second main ingredient information (e.g., 
formulation) and the composition ingredient information (e.g., components) to the 
composition manufacturer system (e.g., customer for assembly) (see Page 13, Third 
Paragraph of Section 6. Formulation System), the first confidential main ingredient 
information is confidential information of the product manufacturer (e.g., granted access 
to formulations the affiliates decide to make available to them) (see Page 5, Last Line of 
Second Paragraph), and the medicine prototype support system does not reveal the 
identity of the confidential first main ingredient to the composition manufacturer system 
(e.g., privately maintained formulation data) (see Page 1 1 , Last Line of Second 
Paragraph). 

As to independent claim 9, Norris discloses a medicine prototype support 
system for an ingredient manufacturer developing medical product (e.g., 
pharmaceutical) at a request of a product manufacturer (see Page 5, First Paragraph) 
comprising: 

a database including main ingredient information (e.g., stored in the system 
database) (see Page 5, Last Paragraph); 
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information conversion software that selects a second main ingredient having 
properties similar (e.g., comparison 809) to a confidential (e.g., privately maintained 
formulation data) (see Page 1 1 , Last Line of Second Paragraph) first main ingredient 
(see Figure 8 for "a flow diagram of a general process for a user to sort through a 
formulation database to select a set of matching formulations), composition ingredient 
determination software that selects a composition ingredient based on the properties of 
the first and second main ingredients (see Page 8, Section 1 . Formulation Know-How); 
and 

a server (e.g., server) for transmitting second main ingredient information (e.g., 
formulation) and composition ingredient information (e.g., components) to a composition 
manufacturer system (e.g., customer for assembly) (see Page 13, Third Paragraph of 
Section 6. Formulation System; and Page 10, Last Paragraph), wherein the medicine 
prototype support system is configured to receive a request for prototype manufacture 
including the confidential first main ingredient information from the product manufacturer 
(e.g., affiliate) (see Page 1 1 , First Paragraph), to select the second main ingredient 
using the information conversion means (see Figure 8 for "a flow diagram of a general 
process for a user to sort through a formulation database to select a set of matching 
formulations), to select the composition ingredient using the composition ingredient 
determination means (see Page 8, Section 1. Formulation Know-How), and to transmit 
a second request for prototype manufacture including the second main ingredient 
information (e.g., formulation) and the composition ingredient information (e.g., 
components) to the composition manufacturer system (e.g., customer for assembly) 
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(see Page 13, Third Paragraph of Section 6. Formulation System), the first main 
ingredient information is confidential information of the product manufacturer (e.g., 
privately maintained formulation data) (see Page 1 1 , Last Line of Second Paragraph), 
the second main ingredient information is non-confidential (e.g., granted access to 
formulations the affiliates decide to make available to them) (see Page 5, Last Line of 
Second Paragraph), and the medicine prototype support system does not reveal the 
identity of the confidential first main ingredient to the composition manufacturer system 
(e.g., privately maintained formulation data) (see Page 1 1 , Last Line of Second 
Paragraph). 

As to independent claim 10, Norris discloses a method of requesting prototype 
manufacture from a composition manufacturer (see Page 5, First Paragraph) 
comprising the steps of: 

receiving a first request for prototype manufacture (e.g., manufacture of 
pharmaceuticals) (see Page 5, First Paragraph) from a product manufacturer (e.g., 
affiliate) (see Page 11, First Paragraph), the request including main ingredient 
information that is confidential (e.g., authorization; granted access) information of the 
product manufacturer (see Page 5, Last two Paragraphs); 

storing (e.g., stored in the system database) the confidential first main ingredient 
information (see Page 5, Last two Paragraphs); 

selecting a second main ingredient having properties similar (e.g., comparison 
809) to the confidential main ingredient (see Figure 8 for "a flow diagram of a general 
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process for a user to sort through a formulation database to select a set of matching 
formulations); 

determining a composition ingredient based on the confidential main ingredient 
information and second main ingredient information (see Page 8, Section 1 . Formulation 
Know-How); 

transmitting a second request for prototype manufacture to the composition 
manufacturer (e.g., customer for assembly) (see Page 13, Third Paragraph of Section 6. 
Formulation System), the request for prototype manufacture including the identities of 
the selected second main ingredient (e.g., formulation) and the selected composition 
ingredient (e.g., components) (see Page 13, Third Paragraph of Section 6. Formulation 
System); and 

maintaining the confidentiality of the first main ingredient information by not 
transmitting it to the composition manufacturer (e.g., privately maintained formulation 
data) (see Page 1 1 , Last Line of Second Paragraph). 

As to independent claim 13, Norris discloses a medicine prototype support 
system for an ingredient manufacturer developing medical product (e.g., 
pharmaceutical) at a request of a product manufacturer (see Page 5, First Paragraph) 
comprising: 

a database comprising main ingredient information (e.g., stored in the system 
database) (see Page 5, Last Paragraph); 

information conversion means for selecting a second main ingredient by 
comparing (e.g., comparison 809) (see Figure 8) properties of a confidential main 
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ingredient stored in the database (e.g., privately maintained formulation data) (see Page 
1 1 , Last Line of Second Paragraph) with properties of a plurality of potential second 
main ingredients stored in the database (see Figure 8 for "a flow diagram of a general 
process for a user to sort through a formulation database to select a set of matching 
formulations); 

composition ingredient determination means for selecting a composition 
ingredient based on the properties of the first and second main ingredients (see Page 8, 
Section 1 . Formulation Know-How); and 

communication means (e.g., server) for receiving confidential first main 
ingredient information from a product manufacturer (e.g., privately maintained 
formulation data) (see Page 1 1 , Last Line of Second Paragraph) and for transmitting 
selected second main ingredient information (e.g., formulation) and composition (e.g., 
components) ingredient information to a composition manufacturer system (e.g., 
customer for assembly) (see Page 13, Third Paragraph of Section 6. Formulation 
System), wherein the medicine prototype support system is configured to receive a 
request for prototype manufacture including the confidential first main ingredient 
information from the product manufacturer (e.g., affiliate) (see Page 11, First 
Paragraph), to select the second main ingredient using the information conversion 
means (see Figure 8 for "a flow diagram of a general process for a user to sort through 
a formulation database to select a set of matching formulations), to select the 
composition ingredient using the composition ingredient determination means (see 
Page 8, Section 1 . Formulation Know-How), and to transmit a second request for 



Application/Control Number: 10/517,381 Page 10 

Art Unit: 2121 

prototype manufacture including the second main ingredient information (e.g., 
formulation) and the composition ingredient information (e.g., components) to the 
composition manufacturer system (e.g., customer for assembly) (see Page 13, Third 
Paragraph of Section 6. Formulation System), the first confidential main ingredient 
information being confidential information of the product manufacturer (e.g., privately 
maintained formulation data) (see Page 1 1 , Last Line of Second Paragraph), the 
medicine prototype support system does not reveal the identity of the confidential first 
main ingredient to the composition manufacturer system (e.g., privately maintained 
formulation data) (see Page 1 1 , Last Line of Second Paragraph) and the information 
conversion means (e.g., server) selects the second main ingredient such that it is 
impossible to estimate the development of the confidential first main ingredient from the 
second main ingredient (e.g., privately maintained formulation data) (see Page 1 1 , 
Second Paragraph). 

As to dependent claim 11, Norris teaches the method of claim 10, further 
comprising transmitting a second request for prototype manufacture to a second 
composition manufacturer (see Page 7, First Paragraph of Detailed Description of the 
Invention). 

As to dependent claim 12, Norris teaches the method of claim 10, wherein the 
confidential main ingredient information received from the product manufacturer (e.g., 
privately maintained formulation data) (see Page 1 1 , Last Line of Second Paragraph) 
includes the identity of the main ingredient (e.g., formulations are developed by 
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combining ingredients) (see Page 8, First Sentence of Section 1 . Formulation Know- 
How). 

Response to Arguments 

7. Applicant's amendment and arguments filed June 10, 2008 have been fully 
considered. The amendment does not overcome the original art rejection and the 
arguments are not persuasive. The following are the Examiner's observations in regard 
thereto. 

Applicant Argues: 

The "formulations" discussed in Norris do not correspond to the claimed requests for prototype 
manufacture. Instead of requests for manufacture, the formulations are "product specifications ... [that] 
impart the understanding to build at least a prototype product." Id. at 7, 11-13. 

Examiner Responds: 

Examiner is not persuaded. See prior art page 5, lines 4-6 where Norris discloses for 
example, manufacture of pharmaceuticals. Under such considerations, the prior art 
anticipates requests for manufacture. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tejal J. Garni whose telephone number is (571) 270- 
1035. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert DeCady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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